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DETAILED ACTIOM 

1 . Claims 51-91 are presented for examination. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

3. Claims 51 , 71 , and 81 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

4. Claims 51,71, and 81 appear to be an abstract idea rather than a practical 
application of the idea. Claims 51, 71, and 81 does not require any physical 
transformation and the invention as claimed does not produce a useful concrete and 
tangible result. Specifically, the claimed invention does not appear to produce a useful, 
concrete and tangible result because merely providing a user description is nothing 
more than a thought or computation within a processor. It fails to use or make available 
for use the result of the user description to enable its functionality and usefulness to be 
realized. Additionally, the asserted practical application in Applicant's specification is 
"providing multi-media information by using a multiple hierarchical structure in which 
information is provided to a user according to a user preference" as defined I page 5 
lines 21-23). The practical application is not explicitly recited in the claim nor does it flow 
inherently therefrom. Therefore, claim 1 appears non-statutory, see M.P.E.P 2601: 

"A. Identify and Understand Any >UtiIity and/or< Practical Application Asserted for the 
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Invention 

The claimed invention as a wHole must >be useful and< accomplish a practical 
application. That is, it must produce a "useful, concrete and tangible result." State Street, 
149 F.3d at °>1373-74<, 47 USPQ2d at 1601-02. The purpose of this requirement is to 
limit patent protection to inventions that possess a certain level of ^eal world" value, as 
opposed to subject matter that represents nothing more than an idea or concept, or is 
simply a starting point for future investigation or research (Brenner v. Manson, 383 U.S. 
519, 528-36, 148 USPQ 689, 693-96 **> (1966); In re Fisher, 421 F.3d 1365, 76 
USPQ2d 1225 (Fed. Cir. 2005); In re Ziegler, 992 F.2d 1 197, 1200-03, 26 USPQ2d 
1600, 1603-06 (Fed. Cir. 1993))." 

5. Claim 81 is not limited to tangible embodiments. The claim recited "A Computer 
program product..." is nonstatutory. Since claim 81 recited "A computer program 
product." is just limited to a functional descriptive materials" consists of computer 
program per se, instead of being defined as including tangible embodiments (i.e., a 
computer readable storage medium such as memory device, storage medium, etc.,). As 
such, the claim is not limited to statutory subject matter and is therefore nonstatutory. 



Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 51-91 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Herz et al. (hereafter, Herz), US 5,758,257, in view of Kothuri et al. (hereafter, Kothuri), 
US 6,470,344 B1. 
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Regarding claim 51 , Herz teaches method for processing user preferences 
related to multimedia content consumption (see abstract), the method comprising: 

providing a user description including a user preference description that has a 
hierarchical structure to describe preferences for filtering and searching (col. 29 lines 
31-51 and col. 50 line 65-col. 51 line 55), the hierarchical structure including a first 
parent preference element and a second parent preference element at the same level of 
the hierarchical structure, the first parent preference element having one or more first 
child preference elements (col. 1 7 lines 45-65), each of the parent and child preference 
elements including at least one multimedia preference description to identify preferred 
multimedia content (col, 17 lines 28-65). 

Herz does not explicitly teach a first parent preference element in the hierarchical 
structure includes a first preference condition that specifies a place to which the first 
parent and first child preference elements apply. 

Kothuri teaches method for buffering a hierarchical index of multi-dimensional 
data for query/search operation (see abstract). Kothuri teaches a preference condition 
that specifies a place to which preference elements apply (col.13 lines 14-58: Kothuri 
discloses data is retrieved based on one or more hierarchically structured data 
attributes/conditions which include a region/place). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention was made to incorporate a hierarchical structure data attribute including a 
region/place as taught by Kothuri into an element in a hierarchical structure in Herz. 
One would be motivated to do so to allow data to be retrieved based on a particular 



Application/Control Number: 09/666,280 
Art Unit: 2155 



Page 5 



condition/attribute, thereby providing more efficient use of the data (Kothuri, col. 7 line 
14). 

Regarding claim 52, Herz teaches the method of claim 51, wherein each of the 
first parent and first child preference elements includes a respective preference value to 
characterize relative importance of the corresponding multimedia preference description 
(Herz, col. 49 line 62-col. 50 line 15), 

Regarding claim 53, Herz teaches the method of claim 51 , wherein providing the 
user description includes receiving user input defining at least a portion of the 
multimedia preference description in one of the first parent and first child preference 
elements (col. 4 lines 41 -46). 

Regarding claim 54, Herz teaches the method of claim 51 , wherein the user 
description includes a usage history describing events of consuming multimedia content 
(col. 29 lines 52-67). 

Regarding claim 55, Herz teaches the method of claim 51 , wherein filtering 
multimedia content includes recommending multimedia content (col. 23 lines 1-5). 
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Regarding claim 56, Herz teaches the method of claim 51 , wherein the 
multimedia preference description in one of the parent and child preference elements 
specifies a multimedia genre (col. 22 line 47-col 23 line 1). 

Regarding claim 57 t Herz teaches the method of claim 51 , wherein the 
multimedia preference description in one of the first parent and first child preference 
elements specifies an actor or a director (col 1 1 lines 45-58). 

Regarding claim 58, Herz teaches the method of claim 51 , wherein one of the 
first child preference elements of the first parent preference element includes a further 
preference condition (col. 5 lines 23-28). 

Regarding claim 59, Herz teaches the method of claim 51 , further comprising: 
updating the user description (col. 42 lines 12-24). 

Regarding claim 60, Herz teaches the method of claim 51 , further comprising: 
storing the user description (col. 45 lines 34-55). 

Regarding claim 61, Herz teaches the method of claim 51 , wherein the user 
description includes a user identifier specifying a name for at least one user, and the 
first and second parent preference elements apply for the same at least one user (col. 
17 lines 45-65 and col. 26 lines 22-50). 
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Regarding claims 62-70, those claims represents a method for processing user 
preferences related to multimedia content consumption, taught by the prior art as 
identified oh claim 51-61 , discussed above, same rationale of rejection is applicable. 

Regarding claims 71-76, those claims represents a system for processing user 
preferences related to multimedia content consumption, taught by the prior art as 
identified on claims 51-56, discussed above, same rationale of rejection is applicable 

Regarding claims 77-80, those claims represents system for processing user 
preferences related to multimedia content consumption, taught by the prior art as 
identified on claims 51-56, discussed above, same rationale of rejection is applicable 

Regarding claims 81-85, those claims represents a computer program product 
for processing user preferences related to multimedia content consumption, taught by 
the prior art as identified on claims 51-61, discussed above, the same rationale of 
rejection is applicable. 

Regarding claims 86-91, Herz-Kothuri teaches a second preference element 
includes a second preference condition that specifies a second place to which the 
second parent preference element applies (Kothuri, col. 13 lines 36-58). 
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Response to Arguments 
8. Applicant's arguments filed 01/18/2007 have been fully considered but they are 
not persuasive. 

In the remark, applicant argued in substances that 

(A) Neither Herz nor Kothuri discloses or suggests that the first parent 
preference in the hierarchical structure including a first preference condition that 
specifies a place to which the multimedia preference descriptions in the first parent and 
first child preference element apply. 

As to point (A), Examiner asserts that the combination of teachings of Herz and 
Kothuri does teach the first parent preference in the hierarchical structure including a 
first preference condition that specifies a place to which the multimedia preference 
descriptions in the first parent and first child preference elements apply. 

For example, Herz teaches a hierarchical structure including a condition (i.e., 
mood) that the multimedia preference descriptions in parent and child elements apply 
(col. 17 lines 28-65). Herz does not teach a condition that specified a place. However, 
Kothuri teaches a condition that specified a place (col. 13 lines 14-58: Kothuri discloses 
hierarchically structured data attributes/conditions which include a region/place). 
Therefore the combination of teachings of Herz and Kothuri does teach the first parent 
preference in the hierarchical structure including a first preference condition that 
specifies a place to which the multimedia preference descriptions in the first parent and 
first child preference element apply. 
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(B) there is no motivation to combine and modify Herz and Kothuri. 

In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)and In re 
Jones, 958 F.2d 347 ( 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, Herz teaches a 
hierarchical structure including a condition that the multimedia preference descriptions 
in parent and child elements apply (col. 17 lines 28-65). Kothuri teaches a condition that 
specified a place (col. 17 lines 28-65). It would have been obvious to one of ordinary 
skill in the art at the time of the invention was made to modify the hierarchical structure 
of Herz to include a condition that specified a place as taught by Kothuri. One would be 
motivated to do so to allow data to be retrieved based on a particular condition (or mood 
or attribute), thereby providing more efficient use of the data (Kothuri, col. 7 line 14). 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Oanh Duong whose telephone number is (571 ) 272- 
3983. The examiner can normally be reached on Monday- Friday, 9:30PM - 6:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Saleh Najjar can be reached on (571) 272-4006. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 



For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTQ Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Status information for unpublished applications is available through Private PAIR only. 



Oanh Duong 
April 2, 2007 




